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DETAILED ACTION 
Response to Amendment 

Applicant's response to amendment on 01/12/07 has been entered. It is noted 
that the application contains claims 1-24 and claims 25-51 have been canceled by the 
amendment on 11/28/05. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 1, 6, 11-13, and 24 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Pirrung etal (U.S. Patent No. 6,646,243). 

Regarding claim 1; Pirrung et al discloses a method and device (figure 9 and 
abstract) for detecting a particle on a substrate (1 12 of figure 9), the method comprising: 

contacting the integrated device substrate (1 12 of figure 8a) with a monomer 
(col.3 lines 7-1 1 and 58-65; and col. 5 line 65-col.6 line 9), wherein the particle catalyzes 
the polymerization of the monomer (col.7 lines 8-17 and col. 10 lines 51-67) is disposed 
on the substrate (1 12 of figure 8a), and 

detecting the particle using a particle counter (i.e., a photon counter [216 of figure 
9] coupled to a computer [204 of figure 9] and see col.3 line 66 to col.4 line 16; and 
col.20 line 15 to col.21 line 15; and col.24 lines 32-63). See figures 1-20. 
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Regarding claim 6; Pirrung et al discloses the particle counter (216, 204 of 
figure 9) detects a property selected from the group consisting of absorbance, 
fluorescence, reflectance, refractive index, and polarization (col. 3 line 66 to col.4 line 
16; and col. 16 lines 15-24 and 53-60). 

Regarding claim 11; Pirrung et al discloses the substrate (112 of figure 9) is 
contacted with plurality of monomers [i.e., a first monomer and second monomer (col. 3 
lines 1-24]. 

Regarding claims 12-13; Pirrung et al discloses a plurality of monomers ([i.e., a 
first monomer and second monomer (col. 3 lines 1-24] contact the substrate (1 12 of 
figure 9) simultaneously or/and sequentially (col.8 line 62 to col. 9 line 55). 

Regarding claim 24; Pirrung et al discloses the substrate (1 12 of figure 9) is 
radiated with electromagnetic radiation (col.7 lines 35-53). 

Claim Rejections - 35 USC § 103 



Application/Control Number: 10/666,586 
Art Unit: 2886 



Page 4 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter. pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 2, 4-5 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Pirrung et al (U.S. Patent No. 6,646,243) in view of Berger et al (U.S. Patent 
No. 4,967,095). 
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Regarding claims 2 and 4-5; Pirrung et al discloses all of features of claimed 
invention except for the particle counter detects a property selected from the group 
consisting of number of particles, sizes of the particles, positions of the particles, and 
combinations thereof, wherein the particle counter is a laser scanner for detecting 
particles optically. However, Berger et al teaches that it is known in the art to provide 
method of detecting particles on the surface comprising the particle counter (i.e., a 
particle detector (col.1 lines 46-50 and col.2 lines 43-45) detects a property selected 
from the group consisting of number of particles (col.6 line 55), sizes of the particles, 
positions of the particles, and combinations thereof (col. col.6 lines 12-19 and 45-48), 
wherein the particle counter is a laser scanner for detecting particles optically (col.5 line 
10). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to combine method of Pirrung et al with the particle counter detects 
a property selected from the group consisting of number of particles, sizes of the 
particles, positions of the particles, and combinations thereof, wherein the particle 
counter is a laser scanner for detecting particles optically as taught by Berger et al for 
the purpose of detecting particles on the surface more accuracy. 

Claims 3 and 14-17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Pirrung et al (U.S. Patent No. 6,646,243) in view of Yamauchi et 
al (U.S. Patent No. 4,965,454). 

Regarding claim 3; Pirrung et al discloses all of features of claimed invention 
except for the particle counter is capable of detecting particles on both sides of the 
substrate without unmounting the substrate. However, Yamauchi et al teaches that it is 
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known in the art to provide method of detecting particle comprising the particle counter 
(considered to be a laser [14 of figure 1], scanner mirrors [20a, 20b of figure 1], and two 
detectors [203a, 203b of figure 1]) is capable of detecting particles (5a, 5b of figure 1) 
on both sides of the substrate (102 of figure 1) without unmounting the substrate. It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to combine method of Pirrung et al with the particle counter is capable of 
detecting particles on both sides of the substrate without unmounting the substrate as 
taught by Yamauchi et al for the purpose of detecting particles on both of the surface 
substrate more accuracy. 

Regarding claim 14; Pirrung et al discloses all of features of claimed invention 
except for the particle is a metal. However, Yamauchi et al teaches that it is known in 
the art to provide method of detecting particle comprising the particle is a metal (col.1 
lines 50-61). It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to combine method of Pirrung et al with the particle is a 
metal as taught by Yamauchi et al for the purpose of detecting particles on both of the 
surface substrate more accuracy. 

Regarding claim 15; Pirrung et al and Yamauchi et al discloses all of features of 
claimed invention except for the metal is a copper. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to combine a method 
for detecting a particle on a substrate of Pirrung et al with the metal is copper, since it 
has been held to be within the general skill of a worker in the art to select a known 
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material on the basis of its suitability for the intended use as a matter of obvious design 
choice. In re Leshin, 125 USPQ 416. 

Regarding claims 16-17; Pirrung et al discloses all of features of claimed 
invention except for the substrate is single silicon wafer. However, Yamauchi et al 
teaches that it is known in the art to provide method of detecting particle comprising the 
substrate is a single silicon wafer (col.1 lines 5-10). It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to combine method of 
Pirrung et al with the substrate is single silicon wafer as taught by Yamauchi et al for the 
purpose of detecting particles on both of the surface substrate more accuracy. 

Claims 7-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pirrung et al (U.S. Patent No. 6,646,243) in view of Tote et al (U.S. Patent No. 
4,965,454). 

Regarding claims 7-8; Pirrung et al discloses all of features of claimed invention 
except for the composition of the particle is identified by the polymerization rate of the 
monomer. However, Tote et al teaches that it is known in the art to provide the 
composition of the particle is identified by the polymerization rate of the monomer (col.6 
lines 41-60 and col.13 line 62 to col.14 line 26 and see figures 1 and 8-9). It would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to combine method of Pirrung et al with the composition of the particle is identified by 
the polymerization rate of the monomer as taught by Tote et al for the purpose of 
detecting particles on the surface with more accuracy. 
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Regarding claims 9-10; Pirrung et al discloses all of features of claimed 
invention except for the monomer is polymerized by a plurality of particle types. 
However, Tote et al teaches that it is known in the art to provide the monomer is 
polymerized by a plurality of particle types (col. 24 lines 24-67). It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
combine method of Pirrung et al with the monomer is polymerized by a plurality of 
particle types as taught by Tote et al for the purpose of detecting particles on the 
surface with more accuracy. 

Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pirrung et al (U.S. Patent No. 6,646,243) in view of Dower et al (U.S. Patent No. 
7,056,666). 

Regarding claim 18; Pirrung et al discloses all of features of claimed invention 
except for the monomer is in a vapor phase. However, Dower et al teaches that it is 
known in the art to provide the monomer is in a vapor phase (col.8line 65 to col. 9 line 
20). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to combine method of Pirrung et al with the monomer is in a vapor 
phase as taught by Dower et al for the purpose of detecting particles on both of the 
surface substrate more accuracy. 

Claims 19-23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Pirrung et al (U.S. Patent No. 6,646,243) in view of Tanaka et al (U.S. Patent 
No. 5,100,762). 
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Regarding claims 19-20; Pirrung et al discloses all of features of claimed 
invention except for the monomer is an alkene, wherein the alkene is selected from the 
group consisting of styrene, methyl acrylate, ethyl acrylate, methyl methacrylate, and 
acrylonitrile. However, Tanaka et al teaches that it is known in the art to provide the 
monomer is an alkene, wherein the alkene is selected from the group consisting of 
styrene, methyl acrylate, ethyl acrylate, methyl methacrylate, and acrylonitrile (col. 12 
lines 4-32). It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to combine method of Pirrung et al with the monomer is an 
alkene, wherein the alkene is selected from the group consisting of styrene, methyl 
acrylate, ethyl acrylate, methyl methacrylate, and acrylonitrile as taught by Tanaka et al 
for the purpose of good capacity to form homogeneous films and high sensitivities at a 
specific wavelength allowing efficient development. 

Regarding claim 21; Pirrung et al and Tanaka et al discloses all of features of 
claimed invention except for the monomer is selected from the group consisting of 
aniline and thiophene. It would have been obvious to one having ordinary skill in the art 
at the time the invention was made to combine a method for detecting a particle on a 
substrate of Pirrung et al with the monomer is selected from the group consisting of 
aniline and thiophene, since it has been held to be within the general skill of a worker in 
the art to select a known material on the basis of its suitability for the intended use as a 
matter of obvious design choice. In re Leshin, 125 USPQ 416. 

Regarding claim 22; Pirrung et al discloses all of features of claimed invention 
except for further comprising an initiator. However, Tanaka et al teaches that it is known 
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in the art to provide further comprising an initiator (col. 12 line 65 to col. 13 line 7). It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to combine method of Pirrung et al with an initiator as taught by Tanaka et al 
for the purpose of good capacity to form homogeneous films and high sensitivities at a 
specific wavelength allowing efficient development. 

Regarding claim 23; Pirrung et al and Tanaka et al discloses all of features of 
claimed invention except for the initiator is benzyl bromide. It would have been obvious 
to one having ordinary skill in the art at the time the invention was made to combine a 
method for detecting a particle on a substrate of Pirrung et al with the initiator is benzyl 
bromide, since it has been held to be within the general skill of a worker in the art to 
select a known material on the basis of its suitability for the intended use as a matter of 
obvious design choice. In re Leshin, 125 USPQ 416. 

Response to Arguments 

Applicant's arguments filed 01/12/07 have been fully considered but they are not 
persuasive. Applicant's argued, pages 5-7, that Pirrung et al do not teach or suggest 
"contacting the substrate with monomer, wherein a particle that catalyzes the 
polymerization of a monomer", and the "detecting the particle using a particle counter" 
as recited in claim 1. Also, Applicant's argued that, 7-12, Pirrung et al is not analogous 
art. Pirrung, Berger, Yamauchi, Cote, Dower, and/or Tanaka "the rejection fails to 
establish prjma facie obviousness and not combine or suggestion or motivation as 
recited in claims 1-24. 

This argument is not persuasive. 
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In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and doe's 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlinb 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

In response to applicant's argument that the Pirrung et al does teach or suggest 
the "contacting the substrate with monomer, wherein a particle that catalyzes the 
polymerization of a monomer", and the "detecting the particle using a particle counter'' 
as recited in claim 1 . As stated in previous Office action, Pirrung et al teaches a method 
comprising the step of contacting the substrate (1 12 of figure 8a) with a monomer (col. 3 
lines 7-1 1 and 58-65; and col. 5 line 65-col.6 line 9, wherein the particle catalyzes the 
polymerization of the monomer (col.7 lines 8-17 and col. 10 lines 51-67), and detecting 
the particle using a particle counter (i.e., a photon counter [216 of figure 9] coupled to a 
computer [204 of figure 9] and see col. 3 line 66 to col.4 line 16; and col. 20 line 15 to 
col.21 line 15; and col.24 lines 32-63). 

In response to applicant's argument that Pirrung et al reference is nonanalogous 
art, it has been held that a prior art reference must either be in the field of applicant's 
endeavor or, if not, then be reasonably pertinent to the particular problem with which the 
applicant was concerned, in order to be relied upon as a basis for rejection of the * 
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claimed invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 
1 992). In this case, Pirrung et al teaches all of features of the claimed invention 
(indicated above) by using method and apparatus for detecting particles on the 
substrate with plurality of monomers. 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, Pirrung, Berger, 
Yamauchi, Cote, Dower, and/or Tanaka references have the same function or result for 
the purpose of detecting or measuring a particle on a surface of a substrate by detector 
device . Therefore, the references are considered in combination, the recitation of the 
claims would have been obvious suggested. 

For the reasons set forth above the arguments, it is believed that the rejection of 
the claims 1-24 under 35 U.S.C 102 (a) and 103 (a) is proper. 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Mosbach et al (59941 10) discloses method for direct synthesis of 
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compounds; Goldberg et al (6706875) discloses substrate preparation process; or 
Kohara et al (5135, 068) disclosers coated particle; 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sang Nguyen whose telephone number is (571) 272- 
2425. The examiner can normally be reached on 9:30 am to 7:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tarifu Chowdhury can be reached on (571) 272-2800 ext. 86. The fax 
phone number for the organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



March 30, 2007 



Sang HL/Npijyen 
Primary Patent Examiner 
Art Unit 2886 




